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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including tlie fee set 
fortli in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 

04/1 1/201 1 has been entered. 

Response to Arguments 

Claims 7-1 1,14, 29, 33 and 40 had been cancelled. 

Claims 1-6, 12-13, 15-28, 30-32, 34-39 and 41-46 are pending. 

2. Applicant's arguments filed on 04/1 1/201 1 have been considered but are moot in 
view of the new ground(s) of rejection. 

3. The objections of claims 18-20 and 43 in the previous Office action are 
maintained because no amendments were made as required in the claims. 
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Claim Objections 

4. Claims 18-20, 35 and 43 are objected to because of tine following informalities: 
Claim 18 recites "The computer system of claim 12" which should be amended to 

"The system of claim 12" to maintain consistency in the claims. 

Claims 19-20 depend on claim 18, therefore are objected the same. 

Claim 43 recites "The apparatus of claim 18" which should be amended to "The 
system of claim 18" to maintain consistency in the claims. 

Claim 35 depends on claim 28 and recites "said data component" which is 
claimed the first time and appears to be lack antecedent basis. It should be amended to 
-a data component- or defined earlier in claim. 

Appropriate corrections are required. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 -6, 1 2-1 3, 1 5-28, 36-39 and 43-46 are rejected under 35 U.S.C. 1 03(a) 
as being unpatentable over Lang (US 5164839) in view of Admitted Prior Art (herein 
APA). 
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Regarding claim 1 , Lang, in tine first embodiment, discloses in an assembly 
including a digital video recorder (see Figures 1-2 for audio/video recorder 
editor/transceiver 10 (VCR-ET) in which AVRU 1 1 is integral with VCU 12, memory 13 
and editor 14 within a common housing (Col 3 lines 41 -50) as a "digital video recorder") 
receiving and recording a program (Col 3 line 59 through Col 4 line 28 for receiving and 
recording audio and video signals in digital form using optical disc as media 23 having 
full read/write/erase capabilities) and having a digital program output (elements 21 and 
22 are "digital program outputs") generating a digital signal corresponding to said 
program (Col 8 lines 51-59), an analog video recorder (Col 8 lines 42-50 for outputting 
analog audio/video signals to a conventional VCR ("analog video recorder") via RF 
modulator 19). In the second embodiment, Lang discloses a digitizer system (VCR-ET 
60 in Figure 3 or digitizer 72 in Figure 4) is not integral with the AVRU 1 1 (Col 1 1 lines 
9-1 1 ). It is obvious to one of ordinary skill in the art at the time of the invention was 
made to modify Lang's first embodiment with the teaching of the second embodiment 
about a digitizer system is separate from AVRU 1 1 and a VCR, so to provide improved 
capabilities of existing VCR in an economical manner (taught by Lang; Col 1 1 lines 41- 
47). In other words, it is obvious that Lang discloses a digitizer system separates from 
the digital video recorder and the analog video recorder and Lang discloses a method 
for automated copying from said digital video recorder, the method comprising the steps 
of: 

generating a command signal by said digital video recorder (Col 3 lines 56-58 for the 
AVRU generates all command signals, e.g. record, play, rewind, fast-forward... as the 
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conventional VCR; and Col 6 lines 62-65, Col 7 lines 4-5, Col 9 lines 14-22 and Col 10 
lines 18-20 for generating command signals (i.e., start/stop a transmission, editing 
stored programs, etc.) by the VOR-ET according to user's input commands by means of 
a light pen, a mouse or a keyboard and a control panel); 

transmitting a content signal from the digital video recorder, wherein the content signal 
is an analog signal containing said program (Col 8 lines 38-50 and Col 1 1 lines 16-24 
for transmitting analog audio and video signals from the AVRU 11); 
intercepting said command signal and said content signal by said digitizer system; in 
response to said command signal, digitizing the content signal to create a digital 
representation of the program and storing the digital representation by said digitizer 
assembly (Col 9 lines 25-33, Col 10 lines 1 1-17 for simultaneously viewing program and 
recording program in analog form or digitizing and storing program in a digital form as 
user desires via user's input command signals; and Col 1 1 lines 1 6-32 for the digitizer 
system 60 (Figure 3) receives RF modulated output signals on output cable 53, which is 
coupled to a TV set or a VCR to deliver analog audio/video signals (Col 8 lines 45-50), 
digitizes, compresses and stores the received audio/video signals in memory as a 
hardcopy (Col 10 lines 3-10). Obviously, one ordinary skill in the art would recognize 
that Lang discloses the user enables to simultaneously view audio/video signal, record 
in analog form and make a hard copy in digital form as user desires or commands using 
a VCR-ET system, in which the digitizer system 60 intercepts or receives command 
signals generated accordingly to user input commands and analog audio/video signals 
provided to a TV set for displaying or to a VCR for recording, and in response to the 
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command signal tlie audio/video signals are digitized and stored as a hardcopy in digital 
form); 

transmitting said content signal by said digitizer to said analog video recorder (Col 1 1 
lines 32-40 for transmitting audio and video signals to a conventional VCR by the 
digitizer system 60 of Figure 3). 

Lang does not explicitly disclose generating a command signal by the digital 
video recorder to said analog video recorder instructing the analog video recorder to 
start recording. 

The APA in Applicants' specification discloses generating a command signal by 
the digital video recorder to said analog video recorder instructing the analog video 
recorder to start recording (see % [0003] for PVR of the APA has the feature called 
"Save to VCR" which causes the VCR to begin recording automatically by using its 
infrared remote control input). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify Lang's system with the teaching of the APA 
about the feature "Save to VCR" in the PVR's infrared remote control causing the VCR 
to begin recording, so to provide an enhanced system in an automatic manner with the 
use of one remote control for all components in the system. 

Regarding claim 2, Lang in view of the APA discloses the method as discussed 
in the rejection of claim 1 . The combined system further discloses transmitting the digital 
representation over a network (taught by Lang; Col 8 lines 60-68 for transmitting 
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audio/video in digital form over a telephone line network; and Col 1 1 lines 51-59 and Col 
12 lines 25-27 for also transceiving audio/video signals in digital form over a fiber optic 
or a microwave network). 

Regarding claim 3, Lang in view of the APA discloses the method as discussed 
in the rejection of claim 2. The combined system further discloses sharing the digital 
representation in a peer-to-peer network configuration (taught by Lang; Col 10 lines 33- 
40 and Col 12 lines 25-37 for sharing stored digital audio/video contents between VCR- 
ET devices among users not only in home environment but also in business uses (as "in 
a peer-to-peer network"). 

Regarding claim 4, Lang in view of the APA discloses the method as discussed 

in the rejection of claim 1 . The combined system further discloses recording the digital 
representation onto a digital storage medium (taught by Lang; Col 3 line 59 through Col 
4 line 29). 

Regarding claim 5, Lang in view of the APA discloses the method as discussed 
in the rejection of claim 4. The combined system further discloses the recording is 
performed on a transportable digital storage medium (taught by Lang; Col 10 lines 3-9). 

Regarding claim 6, Lang in view of the APA discloses the method as discussed 
in the rejection of claim 1 . The combined system further discloses compressing the 
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digital representation and storing the compressed digital representation (taught by Lang; 
Col 9 lines 45-48, Col 10 lines 6-9 and Col 1 1 lines 25-32). 

Regarding claim 12, all functionalities of a system in claim 12 are analyzed and 
rejected corresponding to claim 1 . Lang in view of the APA further discloses the 
hardware components such as Lang's VCR-ET (Figure 2 and 3) and the APA's PVR as 
a "digital video recorder" generating a control signal to a separate external device 
(Lang's conventional VCR or TV coupled to output lines 41-42 (Figure 2) and output line 
53 (Figure 3) and the APA's VCR) indicating the commencement or conclusion of 
playback of recorded program (Lang's VCR-ET generates functions of record, play, 
rewind... as conventional VCR (Col 3 lines 56-58) and "Save to VCRTstart/stop/play" 
commands from remote control of APA's PVR); Lang's separated digitizer system 60 
(Figure 3) or the digitizer 72 (Figure 4) as "a digitizer" having analog-to-digital and 
digital-to-analog converters (elements 24-25 in Figures 2-3), receiver (input 47 in Figure 
2 and input 56 in Figure 3) and a digital storage device (memory 13 in Figures 2-3). 

Regarding claims 1 3 and 1 5-1 6, Lang in view of the APA discloses the system as 
discussed in the rejection of claim 12. The combined system further discloses a first 
compression unit that compresses the digitized video signal to produce a compressed 
digitized video signal, and a second compression unit for compressing the digitized 
audio signal to produce a compressed digitized audio signal, the compression unit is 
computer based software utilizing at least one video compression algorithm and 
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augmented by an electronic circuit tliat accelerates the at least one video compression 
algorithm (taught by Lang; see compressing and decompressing unit 26 in Figures 2-30. 
It is obvious that the unit 26 is a computing component with an electronic circuit and 
runs by software utilizing at least one video compression algorithm). 

Regarding claim 17, Lang in view of the APA discloses the system as discussed 
in the rejection of claim 12. The combined system further discloses a transmitter for 
transmitting the digitized video signal and the digitized audio signal (taught by Lang; see 
audio/video transceiver 22 in Figures 2-3). 

Regarding claims 18-20, Lang in view of the APA discloses the system as 
discussed in the rejection of claim 12. The combined system further discloses a network 
interface subsystem (Lang's transceiver 22 must includes a networl< interface) for 
sharing the digitized video signal and the digitized audio signal with other computer 
systems on a computer network as client-server or peer-to-peer network configuration 
(taught by Lang; Col 8 lines 60-68, Col 1 1 lines 51-59 and Col 12 lines 25-27 for 
transmitting audio/video in digital form over a telephone line network, over a fiber optic 
or a microwave network in satellite system respectively; and Col 10 lines 33-40 and Col 
12 lines 25-37 for sharing stored digital audio/video contents between VCR-ET devices 
among users not only in home environment but also in business uses. It is obvious that 
the network is configured as peer-to-peer or client-server). 
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Regarding claims 21-22, Lang in view of the APA discloses the system as 
discussed in the rejection of claim 12. The combined system further discloses a storage 
system with removable medium for storing the digitized video signal and the digitized 
audio signal on a write-once removable medium or on a rewritable removable medium 
(taught by Lang; Col 3 line 59 through Col 4 line 29, Col 8 lines 30-33 and Col 10 lines 
3-9). 

Regarding claim 23, all limitations of claim 23 are analyzed corresponding to 
claim 1 . So, claim 23 is rejected on the same rationale as claim 1 . 

Regarding claim 24, all limitations of claim 24 are analyzed corresponding to 
claim 2. So, claim 24 is rejected on the same rationale as claim 2. 

Regarding claim 25, all limitations of claim 25 are analyzed corresponding to 
claim 3. So, claim 25 is rejected on the same rationale as claim 3. 

Regarding claim 26, all limitations of claim 26 are analyzed corresponding to 
claim 4. So, claim 26 is rejected on the same rationale as claim 4. 

Regarding claim 27, all limitations of claim 27 are analyzed corresponding to 
claim 5. So, claim 27 is rejected on the same rationale as claim 5. 
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Regarding claim 28, ail limitations of claim 28 are analyzed corresponding to 
claim 1 . So, claim 28 is rejected on the same rationale as claim 1 . 

Regarding claim 36, all limitations of claim 36 are analyzed corresponding to 
claim 2. So, claim 36 is rejected on the same rationale as claim 2. 

Regarding claim 37, all limitations of claim 37 are analyzed corresponding to 
claim 3. So, claim 37 is rejected on the same rationale as claim 3. 

Regarding claim 38, all limitations of claim 38 are analyzed corresponding to 
claim 4. So, claim 38 is rejected on the same rationale as claim 4. 

Regarding claim 39, all limitations of claim 39 are analyzed corresponding to 
claim 5. So, claim 39 is rejected on the same rationale as claim 5. 

Regarding claim 43, all limitations of claim 43 are analyzed corresponding to 
claim 5. So, claim 39 is rejected on the same rationale as claim 5. 

Regarding claims 44-45, all limitations of claims 44-45 are analyzed 
corresponding to claim 1 . So, claims 44-45 are rejected on the same ground as claim 1 . 
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Regarding claim 46, ail limitations of claim 46 are analyzed corresponding to 
claim 4. So, claim 44 is rejected on the same ground as claim 4. 

7. Claims 30-32, 34-35 and 41 -42 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Lang (US 5164839) in view of Admitted Prior Art (herein APA) and 
further In view of Kimball of record. 

Regarding claims 30-32, Lang in view of the APA discloses the method as 
discussed in the rejection of claim 28. The combined system does not explicitly disclose 
the content includes an Imbedded data subcomponent formed of data related to the 
playback In video component and encoded within a vertical blanking interval of said 
video component. 

Kimball discloses the video encoder outputs an analog video signal and the 
content advisory rating Information Is Inserted into the analog video signal. The content 
advisory rating Information is also additional information related to the playback video (t 
[0060] lines 7-1 6). The data information is encoded within a vertical blanking interval of 
the video signal (f [0048]). 

Therefore It would have been obvious to one of ordinary skill In the art at the time 
of the Invention was made to modify the combined system of Lang and the APA with the 
teaching of Kimball about receiving analog audio video signals containing additional 
information from the PVR/DVR and encoding data information within a VBI of video 
signal, so to provide a flexible system that enables to work compatibly with the 
conventional PVR/DVR system, to control the content based on the inserted additional 



Application/Control Number: 1 0/681 ,949 Page 1 3 

Art Unit: 2421 

information and to minimize the bandwidth by encoding data information into VBI of 
video signal. 

Regarding claim 34, Lang in view of the APA and further in view of Kimball 
discloses the method as discussed in the rejection of claim 30. The combined system 
further discloses stohng said digitized data together with said digitized video and audio 
components (It is obvious that in the combined system, the video, audio and data are 
stored in a digital form). 

Regarding claim 35, Lang in view of the APA discloses the method as discussed 
in the rejection of claim 28. Modifying the combined system of Lang and the APA with 
the teaching of Kimball with the same motivation as discussed in claim 30, the 
combined system discloses the data component is disposed within a blanking interval of 
the video component (taught by Kimball; f [0048]). 

Regarding claim 41 , Lang in view of the APA and further in view of Kimball 

discloses the method as discussed in the rejection of claim 32. The combined system 
further discloses the video signal is an analog signal (taught by Lang; Col 7 lines 26-56), 
further comprising digitizing the signal, compressing the digitized signal and storing the 
compressed signal (taught by Lang; Col 9 lines 45-48 and Col 1 1 lines 24-30). 
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Regarding claim 42, Lang in view of the APA and further in view of Kimball 
discloses the method as discussed in the rejection of claim 32. The combined system 
further discloses signal is an encoded digital signal, further comprising decoding the 
digital signal and storing the decoded signal (taught by Lang; Col 10 lines 46-53). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GIGI L. DUBASKY whose telephone number is 
(571)270-5686. The examiner can normally be reached on Monday through Thursday 
from 8:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, WILLIAM G. TROST IV can be reached on 571-272-7872. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/William Trost/ 

Supervisory Patent Examiner, Art 
Unit 2421 

GD 



